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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 ,2,5,7,8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoon (5,360,405) in view of Yoon (5,882,340). 

Yoon '405 discloses in FIG.1 a shaft (32) with a cutting edge, an outer tapered 
sleeve (34), and a biasing member/spring (70), which biases the shaft (32) in the 
retracted position. The shaft is limited in its axial extension relative to the sleeve (34). 
The shaft is fully capable of being rotated relative to the sleeve since the sleeve and 
shaft are detachable (column 5, lines 62-66). The device comprises a shoulder (50) and 
handle including the enclosure of element (36). 

It is noted that Yoon '405 did not teach of at least one aperture in the wall of the 
outer sleeve; as claimed by applicant. However, in a similar art, Yoon '340 evidences 
the use of a, outer sleeve with at least one aperture to allow the shaft to expand from a 
retracted to an extended position. 

Therefore, given the teaching of Yoon '340, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify the device of 
Yoon '405, as taught by Yoon '340, to allow the shaft to expand from a retracted to an 
extended position. 
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Claims 1 , 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Deniega et al. (5,066,288) in view of Yoon (5,882,340). 

Deniega et al disclose in FIG.3 a shaft (24) having a cutting edge, an outer 
sleeve (10), a biasing member/spring (30), a shoulder and a handle. 

It is noted that Deniega et al did not teach of at least one aperture in the wall of 
the outer sleeve; as claimed by applicant. However, in a similar art, Yoon evidences the 
use of a, outer sleeve with at least one aperture to allow the shaft to expand from a 
retracted to an extended position. 

Therefore, given the teaching of Yoon, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the device of 
Deniega et al, as taught by Yoon, to allow the shaft to expand from a retracted to an 
extended position. 

Claims 4, 9, 10,12-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yoon (5,360,405) in view of Yoon (5,882,340) in view of Yoon (5,591 ,1 90). 

It is noted that the above combination of references did no teach of an external 
threads on the outer sleeve; as claimed by applicant. However, in a similar art, Yoon 
'190 evidences in FIGS. 1 5-16 the use of threads on the outer sleeve to provide 
relatively slower penetration with greater control of penetration and depth and is 
particularly advantageous for thoracic and brain surgery. 

Therefore, given the teaching of Yoon '190, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to include external 
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threads on the sleeve of Yoon/Yoon, as taught by Yoon '190, to provide slower 
penetration with greater control of penetration and depth. 

Claims 4, 9-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Deniega et al. (5,066,288) in view of Yoon (5,882,340) in view of Yoon (5,591 ,190). 

It is noted that the above combination of references did no teach of an external 
threads on the outer sleeve; as claimed by applicant. However, in a similar art, Yoon 
'190 evidences in FIGS. 15-1 6 the use of threads on the outer sleeve to provide 
relatively slower penetration with greater control of penetration and depth and is 
particularly advantageous for thoracic and brain surgery. 

Therefore, given the teaching of Yoon '190, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to include external 
threads on the sleeve of Deniega/Yoon, as taught by Yoon '190, to provide slower 
penetration with greater control of penetration and depth. 

Response to Amendment 

Applicant's arguments, see Remarks, filed 1 1/22/06, with respect to the 
rejection(s) of claim(s) 1 -1 6 under 1 02/1 03 have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of Yoon '340. 

Conclusion 

A shortened statutory period for reply to this action is set to expire THREE 
MONTHS from the mailing date of this action. 



Application/Control Number: 10/642,608 Page 5 

Art Unit: 3733 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pedro Philogene whose telephone number is (571) 272- 
4716. The examiner can normally be reached on Monday to Friday 6:30 AM to 4:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on (571) 272 - 4719. The fax phone 
number for the organization where this application or proceeding is assigned is 571 - 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Pedro Philogene 
February 9, 2007 



